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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
THE REPLY FILED 31 July 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
1 • The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) ^ The period for reply expires 3_months from the mailing date of the final rejection. 

b) O The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. £3 The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) K They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) D They raise the issue of new matter (see NOTE below); 

(c) £3 They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) E3 They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. £3 The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. M For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 1-17 and 31-43 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome ah rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1. E3 The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

see continuation sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: . 
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CONTINUATION OF ITEM 11 
Response to Arguments 

Applicant's arguments filed July 31, 2006 have been fully considered but they are 
not persuasive. 

Applicant argues that there is no suggestion or motivation in the applied 
references to modify Sreeram's disclosure so as to include the features of Totino (page 
10). The examiner disagrees. In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the invention of Sreeram to include the vacuum chamber with inert gas 
atmosphere and pressure of Totino in order to establish a mechanical link between the 
layers (Totino, p. 1, [0011], lines 6-7), enhance the strength of the bonding process 
(Totino, p. 1, [0013], lines 1-2), and so that the support and coating are tightened 
against each other to compress the brazing material (Totino, p. 2, [0029], lines 3-5). 

Applicant argues that there is no reasonable expectation of success when 
combining Sreeram and Totino as alleged (page 10). The examiner disagrees and 
notes the motivation to combine as stated above, more specifically enhanced strength 
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of the bond with regard to Totino, as reasonable expectation of success when combined 
with the process of Sreeram. 

In response to applicant's argument that Totino is nonanalogous art with regard 
to Sreeram and the present application (page 10), it has been held that a prior art 
reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, 
in order to be relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir, 1992). In this case, Totino 
provides a inert gas atmosphere and pressure within a vacuum in order to bond 
materials, which encompasses applicant's instantly claimed invention (see independent 
claims 1, 15, and 31). 

Applicant argues that Sreeram and Totino relate to completely different features 

and therefore the combination would not have been obvious to one skilled in the art, 

more specifically arguing that Sreeram relates to a thermal interface material for 

electronic packaging (page 11). The MPEP states, "patents are relevant as prior art for 

all they contain," more specifically stating, 

"The use of patents as references is not limited to what the patentees describe 
as their own inventions or to the problems with which they are concerned. They 
are part of the literature of the art, relevant for all they contain." In re Heck, 699 
F.2d 1331, 1332-33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re 
Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1968)). 

Furthermore, in response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., Sreeram discloses use of a TIM that includes solder to allow the TIM to bond to a 
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substrate, such as a semiconductor (page 1 1)) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). The instant claim merely claims a bonding surface and 
a bonding process, without specifically claiming it must be for an "electronic package," 
such as "semiconductor." Thus, Totino's disclosure of a bonding process is relevant for 
the usefulness of the vacuum and inert atmosphere with strengthening a bond . The 
examiner also reminds the applicant that during patent examination, the pending claims 
must be "given the broadest reasonable interpretation." Applicant always has the 
opportunity to amend the claims during prosecution, and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater , 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 
(CCPA 1969). 

Applicant also argues that the high temperatures of Totino would cause 
permanent damage to the semiconductor device of the applicant (page 12). Also, the 
applicant argues there is no suggestion or motivation to make the proposed modification 
because the modification would render the prior art being modified unsatisfactory for its 
intended purpose (page 12). The examiner agrees with the assumption that the high 
temperatures of Totino would most likely damage a semiconductor and further 
understands the teachings of the MPEP; however, it is noted that the features upon 
which applicant relies (i.e., semiconductor device (page 12)) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Furthermore, the examiner points out 
that Totino was not utilized for the temperatures at which the bonding process is carried 
out; rather, Totino was utilized for the atmosphere and pressure at which the invention 
operates with incorporation into the method of Sreeram. 

Again, the applicant argues that there is no motivation to modify Sreeram's 
handling of TIM so as to reach the claimed features (page 12). In response to 
applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify the invention of 
Sreeram to include the vacuum chamber with inert gas atmosphere and pressure of 
Totino in order to establish a mechanical link between the layers (Totino, p. 1 , [001 1], 
lines 6-7), enhance the strength of the bonding process (Totino, p. 1, [0013], lines 1-2), 
and so that the support and coating are tightened against each other to compress the 
brazing material (Totino, p. 2, [0029], lines 3-5). 

Applicant argues that the Office Action's attempt to combined Totino and 
Sreeram is clearly based on impermissible hindsight (page 12). In response to 
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applicant's argument that the examiner's conclusion of obviousness is based upon 
improper hindsight reasoning, it must be recognized that any judgment on obviousness 
is in a sense necessarily a reconstruction based upon hindsight reasoning. But so long 
as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only 
from the applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 
443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

The applicant then argues the Sreeram does not teach of suggest the claimed 
bonding of the thermal interface at a material layer to the bonding surface where the 
bonding includes providing at least the thermal interface material in a vacuum chamber 
under vacuum conditions and heating the thermal interface material in the vacuum 
chamber to form liquid metallic solder (page 13). The applicant also argues that Totino 
does not teach all of the features related to metallic solder and a heat dissipating 
member having a bonding surface (page 14). The examiner reminds the applicant that 
the rejection of independent claim 1 was a 103(a) obvious type rejection, and in 
response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Applicant argues that independent claim 31 recites providing the heated metallic 
solder onto a bonding surface while the metallic solder is in the vacuum chamber (page 
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15). The examiner reminds the applicant that the underlined portion is a new claim 
limitation, which would require further consideration and/or search. 

Furthermore, the applicant argues that Sreeram does not teach or suggest all of 
the features of independent claim 31 (page 15). Again, the examiner reminds the 
applicant that the rejection was a 103(a) obvious type rejection in view of Totino and not 
based solely on the teachings of Sreeram. The applicant also argues that Totino may 
not be properly combined with Sreeram (page 15). The examiner disagrees for the 
same reasons as stated above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel E. Beveridge whose telephone number is 571- 
272-5169. The examiner can normally be reached on Monday through Friday, 9 am to 
6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



reb 

August 10, 2006 
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The amendment document filed on 31 July 2006 is considered non-compliant because it has failed to meet the 
requirements of 37 CFR 1.121 or 1.4. In order for the amendment document to be compliant, correction of the following 
item(s) is required. 

THE FOLLOWING MARKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 

□ 1 . Amendments to the specification: 

□ A. Amended paragraph(s) do not include markings. 

□ B. New paragraph(s) should not be underlined. 

□ C. Other . 

□ 2. Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1.72. 

□ B. Other . 

□ 3. Amendments to the drawings: 

□ A. The drawings are not properly identified in the top margin as "Replacement Sheet," u New Sheet," or 

"Annotated Sheet" as required by 37 CFR 1.121(d). 

□ B. The practice of submitting proposed drawing correction has been eliminated. Replacement drawings 

showing amended figures, without markings, in compliance with 37 CFR 1.84 are required. 

□ C. Other . 

^ 4. Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

□ B. The listing of claims does not include the text of all pending claims (including withdrawn claims) 

£3 C. Each claim has not been provided with the proper status identifier, and as such, the individual status 
of each claim cannot be identified. Note: the status of every claim must be indicated after its claim 
number by using one of the following status identifiers: (Original), (Currently amended), (Canceled), 
(Previously presented), (New), (Not entered), (Withdrawn) and (Withdrawn-currently amended). 

□ D. The claims of this amendment paper have not been presented in ascending numerical order. 

□ E. Other: . 

□ 5. Other (e.g., the amendment is unsigned or not signed in accordance with 37 CFR 1.4): 



For further explanation of the amendment format required by 37 CFR 1.121, see MPEP § 714. 
TIME PERIODS FOR FILING A REPLY TO THIS NOTICE: 

1 . Applicant is given no new time period if the non-compliant amendment is an after-final amendment or an amendment 
filed after allowance. If applicant wishes to resubmit the non-compliant after-final amendment with corrections, the 
entire corrected amendment must be resubmitted. 

2. Applicant is given one month, or thirty (30) days, whichever is longer, from the mail date of this notice to supply the 
correction, if the non-compliant amendment is one of the following: a preliminary amendment, a non-final amendment 
(including a submission for a request for continued examination (RCE) under 37 CFR 1.114), a supplemental 
amendment filed within a suspension period under 37 CFR 1 . 1 03(a) or (c), and an amendment filed i n response to a 
Quayle action. If any of above boxes 1 . to 4. are checked, the correction required is only the corrected section of the 
non-compliant amendment in compliance with 37 CFR 1.121. 

Extensions of time are available under 37 CFR 1.136(a) only if the non-compliant amendment is a non-final 
amendment or an amendment filed in response to a Quayle action. 

Failure to timely respond to this notice will result in: 

Abandonment of the application if the non-compliant amendment is a non-final amendment or an amendment 
filed in response to a Quayle action; or 

Non-entry of the amendment if the non-compliant amendment is a preliminary amendment or supplemental 
amendment. 
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